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BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Insurance Services Office, Inc.

Granted to Date
of previous ex-
tension

06/07/2014

Address

545 Washington Boulevard
Jersey City, NJ 07310
UNITED STATES

Attorney informa-
tion

SCOTT S. CHRISTIE

MCCARTER & ENGLISH, LLP

FOUR GATEWAY CENTER,100 MULBERRY STREET

NEWARK, NJ 07102-4056

UNITED STATES

schristie@mccarter.com, kgarrone@mccarter.com, kknoll@mccarter.com
Phone:973-622-4444

Applicant Information

Application No 79123762 Publication date 04/08/2014
Opposition Filing 06/09/2014 Opposition Peri- 06/07/2014
Date od Ends

International Re- 1144331 International Re- 11/20/2012
gistration No. gistration Date

Applicant Finreon AG

Oberer Graben 3

SWITZERLAND

Goods/Services Affected by Opposition

Class 036. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Financial and monetary affairs,
namely,information, advisory, consultancy, research and analysis services relating to finance and in-
vestments, mutual funds, private equity funds, and hedge funds, financial indices; financial valuation,
financial asset management, financial asset management advisory

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2662173 Application Date 07/02/2001



http://estta.uspto.gov

Registration Date | 12/17/2002 Foreign Priority NONE
Date

Word Mark ISO

Design Mark

Description of
Mark

"ISO" is an acronym for "Insurance Services Office".

Goods/Services

Class 016. First use: First Use: 1971/01/01 First Use In Commerce: 1971/01/01
printed reports regarding insurance underwriting

Class 036. First use: First Use: 1971/01/01 First Use In Commerce: 1971/01/01
insurance underwriting information services

U.S. Registration | 2673902 Application Date 11/28/2000

No.

Registration Date | 01/14/2003 Foreign Priority NONE
Date

Word Mark ISO

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 1996/02/00 First Use In Commerce: 1996/02/00
Trade information in the field of insurance underwriting
Class 036. First use: First Use: 1996/02/00 First Use In Commerce: 1996/02/00

Providing information about property and casualty insurance risk via a global
computer network

U.S. Application 85886991 Application Date 03/26/2013

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark

ISO ADVANCED RATING TOOLKIT




Design Mark

SO ADVANCLED RATING TOOLKILL

Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use: 0 First Use In Commerce: 0

Providing access to non-downloadable software comprising an integrated suite
ofrating and underwriting tools for use in the insurance industry

U.S. Registration | 2368227 Application Date 04/22/1999

No.

Registration Date | 07/18/2000 Foreign Priority NONE
Date

Word Mark ISO CLAIMSEARCH

Design Mark

ISO CLAIMSEARCH

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 1998/11/00 First Use In Commerce: 1998/11/00
providing information about insurance claims via a global computer network

U.S. Application 86164581 Application Date 01/14/2014

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark ISO CLAIMSEARCH DNA

Design Mark

ISO CLAIMSEARCH DNA

Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 0 First Use In Commerce: 0




Software for providing information about insurance data and assisting with ana-
lysis of insurance information and detection of insurance fraud

Class 035. First use: First Use: 0 First Use In Commerce: 0
Compiling and analyzing data in the field of insurance

Class 036. First use: First Use: 0 First Use In Commerce: 0
Providing information about insurance via a global computer network
Class 042. First use: First Use: 0 First Use In Commerce: 0

Providing access over a global computernetwork to web-based software for
providing information about insurance data and assisting with analysis of insur-
ance information and detection of insurance fraud

U.S. Registration | 3948599 Application Date 09/09/2009

No.

Registration Date | 04/19/2011 Foreign Priority NONE
Date

Word Mark ISO COMP ADVISOR

Design Mark

ISO Comp Advisor

Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use: 2009/08/00 First Use In Commerce: 2009/08/00

Providing temporary use of non-downloadable software for use by property and
casualty insurance companies to create a database of insurance statistics and

insurance claims information and to analyze workers compensation claims and
provide plans for settlement of those claims andreturn to work for injured work-
ers

U.S. Application 86195999 Application Date 02/18/2014

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark ISO COURT REPORT

Design Mark

ISO COURT REPORT




Description of
Mark

NONE

Goods/Services

Class 041. First use: First Use: 0 First Use In Commerce: 0

Providing information about court casesrelating to property and casualty insur-
ance via e-mail

Class 042. First use: First Use: 0 First Use In Commerce: O

Providing a website featuring summariesand reviews of court cases relating to
property and casualty insurance

U.S. Registration | 3948597 Application Date 09/09/2009

No.

Registration Date | 04/19/2011 Foreign Priority NONE
Date

Word Mark ISO INJURY ADVISOR

Design Mark

ISO Injury Advisor

Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 2009/08/00 First Use In Commerce: 2009/08/00

Computer software for use by property and casualty insurance companies to
create a database of insurance statistics andinsurance claims information and to
analyze bodily injury claims and develop plans for settlement of those claims

U.S. Registration | 3948598 Application Date 09/09/2009

No.

Registration Date | 04/19/2011 Foreign Priority NONE
Date

Word Mark ISO INJURY ADVISOR

Design Mark

ISO Injury Advisor

Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use: 2009/08/00 First Use In Commerce: 2009/08/00




Providing temporary use of non-downloadable software for use by property and
casualty insurance companies to create a database of insurance statistics and
insurance claims information and to analyze bodily injury claims and develop
plans for settlement of those claims

U.S. Registration | 2743160 Application Date 11/21/2000
No.
Registration Date | 07/29/2003 Foreign Priority NONE

Date

Word Mark

Design Mark

ISO INTEGRATER - RATING INFORMATION ON DEMAND

ISO INTEGRATER — RATING INFORMATION ON DEMAND

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2000/10/30 First Use In Commerce: 2000/10/30

Providing insurance rating information about commercial lines to insurers and
rating vendors via CD-ROMS and the Internet

U.S. Registration | 3948596 Application Date 09/09/2009
No.
Registration Date | 04/19/2011 Foreign Priority NONE

Date

Word Mark

ISO LIABILITY ADVISOR

Design Mark

ISO Liability Advisor

Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 2007/04/00 First Use In Commerce: 2007/04/00

Computer software for use by property and casualty insurance companies to
create a database of insurance statistics andinsurance claims information and to
analyze comparative liability in accident-related claims and develop settlement

proposals of those claims

U.S. Registration | 3824078 Application Date 09/09/2009
No.
Registration Date | 07/27/2010 Foreign Priority NONE

Date

Word Mark

ISO LIABILITY ADVISOR




Design Mark

ISO Liability Advisor

Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use: 2005/12/00 First Use In Commerce: 2005/12/00

Providing temporary use of non-downloadable software for use by property and
casualty insurance companies to create a database of insurance statistics and
insurance claims information and to analyze comparative liability in accident-re-
lated claims and develop settlement proposals for those claims

U.S. Registration | 2811045 Application Date 11/09/2000

No.

Registration Date | 02/03/2004 Foreign Priority NONE
Date

Word Mark ISO MARKETWATCH

Design Mark

1SO MARKETWATCH

Description of
Mark

NONE

Goods/Services

Class 016. First use: First Use: 2000/11/30 First Use In Commerce: 2000/11/30

Publications, namely, newsletters, pamphlets, and booklets featuring reports
about insurance rates

U.S. Registration | 4539779 Application Date 03/26/2013

No.

Registration Date | 05/27/2014 Foreign Priority NONE
Date

Word Mark ISO MEDSENTRY

Design Mark

ISO MEDSENTRY




Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use: 2014/01/08 First Use In Commerce: 2014/01/08

Providing temporary use of non-downloadable web-based software for use in
profiling healthcare provider billing activity in order to identify and prevent pat-
terns of fraud and abuse

U.S. Registration | 3284327 Application Date 09/25/2006

No.

Registration Date | 08/28/2007 Foreign Priority NONE
Date

Word Mark ISO PHOTOPAK

Design Mark

ISO PHOTOPAK

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2006/06/00 First Use In Commerce: 2006/06/00

Risk management services, namely, providing to others, over a global commu-
nications network, data and information aboutproperties and buildings, photo-
graphs and diagrams of properties and buildings and crime score information, all
for assessing commercial, financial or insurance risks

U.S. Registration | 3235748 Application Date 10/09/2006

No.

Registration Date | 05/01/2007 Foreign Priority NONE
Date

Word Mark ISO RISK ANALYZER

Design Mark

[5O RISK ANALYZER

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2006/05/00 First Use In Commerce: 2006/05/00

Insurance rating services and insurancerating data services, namely, providing,
over a global information network, databases using predictive modeling to allow




insurance carriers and insurance underwriters to rate and underwrite insurance-
policies

U.S. Registration | 3235749 Application Date 10/10/2006

No.

Registration Date | 05/01/2007 Foreign Priority NONE
Date

Word Mark

ISO RISK ANALYZER PERSONAL AUTO

Design Mark

)
( SO RISK
R=Z  ANALYZER

Personal Auto

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2006/05/00 First Use In Commerce: 2006/05/00

Insurance rating services and insurancerating data services, namely, providing,
over a global information network, databases using predictive modeling to allow
insurance carriers and insurance underwriters to rate and underwrite insurance-
policies

U.S. Registration | 3534070 Application Date 05/20/2008

No.

Registration Date | 11/18/2008 Foreign Priority NONE
Date

Word Mark ISONET

Design Mark

Description of NONE

Mark

Goods/Services

Class 038. First use: First Use: 1998/01/00 First Use In Commerce: 1998/01/00
Providing access to databases
Class 042. First use: First Use: 1998/01/00 First Use In Commerce: 1998/01/00

Providing a secured access database viathe Internet through which documents
and images can be viewed, copied and printed for the purposes of conducting
insurance business




U.S. Registration | 3572356 Application Date 07/02/2008

No.

Registration Date | 02/10/2009 Foreign Priority NONE
Date

Word Mark ISOPASSPORT

Design Mark

[SOPassport

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2002/07/01 First Use In Commerce: 2002/07/01

Providing databases in the field of insurance underwriting, and the ability to gen-
erate reports using the accessed data

U.S. Registration | 3572357 Application Date 07/02/2008
No.
Registration Date | 02/10/2009 Foreign Priority NONE

Date

Word Mark

ISOPASSPORT. THE POWER OF TOTAL DATA ACCESS.

Design Mark

ISOPassport. The Power of
Total Data Access.

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2002/07/01 First Use In Commerce: 2002/07/01

Providing databases in the field of insurance underwriting, and the ability to gen-
erate reports using the accessed data

U.S. Registration | 3572358 Application Date 07/02/2008
No.
Registration Date | 02/10/2009 Foreign Priority NONE

Date

Word Mark

ISOPASSPORT. THE POWER OF TOTAL DATA ACCESS. NO BORDERS. NO
BARRIERS. NO BOUNDARIES.




Design Mark

ISOPassport. The Power ol Tolal

Data Access. NO BORDERS. NO
BARRIERS. NO
BOUNDARIES.

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2002/07/01 First Use In Commerce: 2002/07/01

Providing databases in the field of insurance underwriting, and the ability to gen-
erate reports using the accessed data

U.S. Registration | 3260671 Application Date 06/20/2006

No.

Registration Date | 07/10/2007 Foreign Priority NONE
Date

Word Mark ISOPAX

Design Mark

[SOPAX

Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use: 1998/12/01 First Use In Commerce: 1998/12/01

Computer services, namely, providing non-downloadable computer software, ac-
cessible and usable over a global information network, for outsourcing insurance
premium audits and for linking users of insurance premium audit services to
high-quality vendors

U.S. Registration | 2483166 Application Date 04/14/1999

No.

Registration Date | 08/28/2001 Foreign Priority NONE
Date

Word Mark ISOTECH




Design Mark

ISOTECH

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2000/05/01 First Use In Commerce: 2000/05/01

arranging and conducting business conferences on technology for persons in
the business of writing insurance

U.S. Registration | 3207440 Application Date 04/15/2005

No.

Registration Date | 02/13/2007 Foreign Priority NONE
Date

Word Mark R ISO RATING SERVICE

Design Mark

150 Rating
Service

,

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2004/11/00 First Use In Commerce: 2004/11/00

Insurance rating services and insurancerating data services, nhamely, providing-
data allowing insurance carriers and insurance underwriters to use and apply in-
surance rates using predefined decisionsand parameters, and providing data to
update those predefined decisions and parameters automatically upon the filing
ofnew rates with state insurance departments
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /Scott S. Christie/
Name SCOTT S. CHRISTIE
Date 06/09/2014




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INSURANCE SERVICES OFFICE, INC., : Mark: ISOPRO
Opposer, : Serial No. 79/123,762
-VS_
NOTICE OF OPPOSITION
FINREON AG '
Applicant.

In the matter of the application of Finreon AG ("Applicant"), for the registration of the
mark ISOPRO, Application No. 79/123,762, published in the Official Gazette of April 8, 2014,
Insurance Services Office, Inc., a corporation of the State of Delaware with its principal place of -
business at 545 Washington Boulevard, Jersey City, New Jersey 07310 ("Opposer"), believes it
would Be damaged by the registration of the mark shown in the above-referenced application and
hereby opposes same under the provisions of Section 13 of the Trademark Act of July 5, 1946
(15 U.S.C. § 1063). The grounds for the opposition are:

1. Opposer and its wholly owned subsidiaries ISO Claims Services, Inc. and ISO
Services, Inc. (together, “Subsidiaries™) are corporations which have been engaged for many
years as leading providers of information, services, and products in connection with the mark
ISO and other marks that include the term ISO, including but not limited to data to help insurers

make independent decisions about their pricing; statistical and actuarial services; insurance

ME]1 17802629v.5



policy language; rules needed to write and rate insurance policies; tools for predictive modeling
and scoring of risk; information about specific properties and communities; claims data and other
information for underwriting; tools for identifying and preventing insurance fraud; criminal
records and other public information; motor vehicle records and related information; information
for marketing, loss control, and premium audit; advanced statistical modeling systems to help
customers assess-and manage the risk of natural and man-made catastrophes; tools to help
insurers identify and correct rating errors; tools for estimating property replacement costs and
repair costs; risk consulting services; specialized consulting, claims-management, and litigation-
support services; rate-quote, underwriting, and policy-management systems for all commercial
and personal lines insurance; and services relating to the financial industry, including services
provided to financial analysts and investors relating to the performance of companies in the
insuranc_e industry; software for conducting, analyzing and evaluating market research for use in
the financial industry; providing databases with market research inforrﬁation; providing
underwriting and financial data; providing advisory loss cost information; analysis of
underwriting activities; services relating to insuring banks, savings institutions, securities brokers
and dealers, insurance companies, and finance companies; consulting services relating to capital
management, investment, and risk financing; providing credit, financial, and public-records
information relating to businesses; and providing information and analytics relating to
catastrophe bonds and other insurance-linked securities (collectively with the goods and services
listed in Paragraph 2 below, the “ISO Goods and Services”).

2. Opposer controls the trademarks activities of its Subsidiaries. Opposer and its
Subsidiaries own the following U.S. registrations for marks consisting of or including the term
"ISO" (collectively, the "ISO Marks"):

ME]1 17802629v.5



of insurance information and
detection of insurance fraud.

35 Int. Compiling and analyzing
data in the field of insurance.

36 Int. Providing information
about insurance via a global
computer network.

42 Int. Providing access over a
global computer network to
web-based software for
providing information about
insurance data and assisting
with analysis of insurance
information and detection of

MARK APP./REG FILING/ GOODS/ CLAS
NO. REG. DATE SERVICES S
ISO 2,662,173 | 12/17/2002 16 Int. Printed reports regarding | 16 &
' | (now insurance underwriting. 36
incontestable)
36 Int. Insurance underwriting
information services.

ISO & Design 2,673,902 | 01/14/2003 35 Int. Trade information in the | 35 &
(now field of insurance underwriting. | 36
incontestable)

36 Int. Providing information
about property and casualty
insurance risk via a global
computer network.

ISO ADVANCED | 85/886,991 | 03/26/2013 . | 36 Int. Providing access to non- | 36

RATING downloadable software

TOOLKIT comprising an integrated suite

of rating and underwriting tools
for use in the insurance
industry.

ISO 2,368,227 | 07/18/2000 36 Int. Providing information 36

CLAIMSEARCH (now about insurance claims via a
incontestable) | global computer network. '

ISO 86/164,581 | 01/14/2014 09 Int. Software for providing | 9, 35,

CLAIMSEARCH information about insurance 36 &

DNA data and assisting with analysis | 42

ME1 17802629v.5




insurance fraud.

ISO COMP
ADVISOR

3,948,599

04/19/2011

42 Int. Providing temporary use
of non-downloadable software
for use by property and casualty
insurance companies to create a
database of insurance statistics
and insurance claims
information and to analyze
workers compensation claims
and provide plans for settlement
of those claims and return to
work for injured workers.

42

ISO COURT
REPORT

86/195,999

02/18/2014

41 Int. Providing information
about court cases relating to
property and casualty insurance
via e-mail.

42 Int. Providing a website
featuring summaries and
reviews of court cases relating
to property and casualty
insurance.

41 &
42

ISO INJURY
ADVISOR

3,948,597

04/19/2011

09 Int. Computer software for
use by property and casualty
insurance companies to create a
database of insurance statistics
and insurance claims
information and to analyze
bodily injury claims and
develop plans for settlement of
those claims.

ISO INJURY
ADVISOR

3,948,598

04/19/2011

42 Int. Providing temporary use
of non-downloadable software
for use by property and casualty
insurance companies to create a
database of insurance statistics
and insurance claims
information and to analyze
bodily injury claims and
develop plans for settlement of
those claims.

42

ISO
INTEGRATER -
RATING

2,743,160

07/29/2003
(now
incontestable)

36 Int. Providing insurance
rating information about
commercial lines to insurers

36

MEI 17802629v.5
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ON DEMAND

INFORMATION

and rating vendors via CD-
ROMS and the internet.

ADVISOR

ISO LIABILITY

3,948,596

04/19/2011

09 Int. Computer software for
use by property and casualty
insurance companies to create a
database of insurance statistics
and insurance claims
information and to analyze
comparative liability in
accident-related claims and
develop settlement proposals of
those claims.

ADVISOR

ISO LIABILITY

3,824,078

07/27/2010

42 Int. Providing temporary use
of non-downloadable software
for use by property and casualty
insurance companies to create a
database of insurance statistics
and insurance claims
information and to analyze
comparative liability in
accident-related claims and
develop settlement proposals
for those claims.

42

ISO

MARKETWATCH

2,811,045

02/0372004
(now
incontestable)

16 Int. Publications, namely,
newsletters, pamphlets, and
booklets featuring reports about
insurance rates.

16

ISO MEDSENTRY

4,539,779

05/27/2014

42 Int. Providing temporary use
of non-downloadable web-
based software for use in
profiling healthcare provider
billing activity in order to
identify and prevent patterns of
fraud and abuse.

42

ISO PHOTOPAK

3,284,327

08/28/2007
(now
incontestable)

36 Int. Risk management
services, namely, providing to
others, over a global
communications network, data
and information about
properties and buildings,
photographs and diagrams of
properties and buildings and
crime score information, all for
assessing commercial, financial
or insurance risks.

36
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ISO RISK 3,235,748 | 05/01/2007 36 Int. Insurance rating services | 36
ANALYZER (now and insurance rating data
incontestable) | services, namely, providing,
over a global information
network, databases using
predictive modeling to allow
insurance carriers and insurance
underwriters to rate and
underwrite insurance policies.
ISO RISK 3,235,749 | 05/01/2007 36 Int. Insurance rating services | 36
ANALYZER (now and insurance rating data
PERSONAL incontestable) | services, namely, providing,
AUTO & Design over a global information
network, databases using
predictive modeling to allow
insurance carriers and insurance
underwriters to rate and
underwrite insurance policies.
ISONET 3,534,070 11/18/2008 38 Int. Providing access to 38&
' (now databases. 42
incontestable)
| 42 Int. Providing a secured
access database via the Internet
through which documents and
images can be viewed, copied
and printed for the purposes of
conducting insurance business.
ISOPASSPORT 3,572,356 | 02/10/2009 36 Int. Providing databases in 36
the field of insurance
underwriting, and the ability to
generate reports using the
accessed data.
ISOPASSPORT. | 3,572,357 | 02/10/2009 36 Int. Providing databases in 36
THE POWER OF the field of insurance
TOTAL DATA underwriting, and the ability to
ACCESS. generate reports using the
accessed data.
ISOPASSPORT. 3,572,358 | 02/10/2009 36 Int. Providing databases in 36
THE POWER OF the field of insurance
TOTAL DATA underwriting, and the ability to
ACCESS. NO generate reports using the
BORDERS. NO accessed data.
BARRIERS. NO
BOUNDARIES.

ME1 17802629v.5




ISOPAX 3,260,671 | 07/10/2007 42 Int. Computer services, 42
(now namely, providing non-
incontestable) | downloadable computer
software, accessible and usable
over a global information
network, for outsourcing
insurance premium audits and
for linking users of insurance
premium audit services to high-
quality vendors.

ISOTECH 2,483,166 | 08/28/2001 35 Int. Arranging and 35

' (now conducting business
incontestable) | conferences on technology for
persons in the business of
writing insurance.

R ISO RATING 3,207,440 | 02/13/2007 36 Int. Insurance rating services | 36
SERVICE (now and insurance rating data
(Stylized) incontestable) | services, namely, providing data
allowing insurance carriers and
insurance underwriters to use
and apply insurance rates using
predefined decisions and
parameters, and providing data
to update those predefined
decisions and parameters
automatically upon the filing of
new rates with the state
insurance departments.

Annexed as Exhibit A are copies of TESS printouts from the U.S. Patent and Trademark Office’s
website of the trademark registrations referenced above.

3. Opposer also is the owner of the domain names ISOPRO.COM, which Opposer has
used in connection with its business activities since at least as early as 2009, and
ISOPROPERTYRESOURCES.COM, which Opposer has used in connection with its business
activities since at least as early as 2007 (together, the “ISO Domain Names”).

4. By reason of the long and extensive promotion, advertising, and provision.of
high-quality goods and services distributed and provided by Opposer in conjunction with the ISO

7
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Marks, the public and the trade have come to recognize goods and services offered in
conjunction with the ISO Marks as signifying Opposer and the ISO Goods and Services.

5. Notwithstanding the long prior rights of Opposer in the ISO Marks and the ISO
Domain Names, Applicant filed an application, Serial No. 79/123,762, for registration of
ISOPRO for “financial and monetary affairs, namely, information, advisory, consultancy,
research and analysis services relating to finance and investments, mutual funds, private equity
funds, and hedge funds, financial indices; financial valuation, financial asset management,
financial asset management advisory,” in Class 36. Applicant’s ISOPRO mark was published
for opposition in the Official Gazette on April 8, 2014.

6. There is no issue as to priority. Applicant’s filing date of the instant application is
November 20, 2012, based on Section 66(a) of the Trademark Act. This date is long after the
dates when Opposer first used and registered many of the ISO Marks.

7. The service mark proposed for registration by the Applicant, ISOPRO, has an overall
commercial impression that is very similar to the ISO Marks, is used on or in connection with
services closely related to those of Opposer, and is likely to be confused therewith and mistaken
therefor. The Applicant mark’s similarity to the ISO Marks will cause confusion as to the origin
of Applicant's services provided in connection with Applicant's ISOPRO mark. In addition, the
fact that Applicant’s ISOPRO mark is very similar to the ISO Domains adds to the confusion
between Opposer and Applicant.

8. If Applicant is permitted to use and register its ISOPRO mark for its services in Class
36 as specified in the application herein opposed, confusion in the trade resulting in damage and
injury to Opposer would be caused and would result by reason of the similarity between the
Applicant’s ISOPRO mark and the ISO Marks of Opposer. Accordingly, consumers will

8
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associate Applicant’s services with those of Opposer, and believe that such services are provided
or endorsed by, or otherwise affiliated with, Opposer.

9. Opposer will be démaged if Application Serial No. 79/123,762 should be granted
because Applicant will obtain statutory rights in the designation ISOPRO in violation and
derogation of the established prior rights of Opposer. |

10. If Applicant were to be granted the registration herein opposed, it would thereby
obtain at least a prima facie exclusive right to the use of its ISOPRO mark. Such registration
would be a source of damage and injury to Opposer.

WHEREFORE, Opposer prays that this Opposition be sustained and that Application
Serial No. 79/123,762 for the ISOPRO mark be refused registration for the services therein
specified in International Class 36 and for such other relief as may be deemed just and proper.

Respectfully submitted,

E SERVICES OFFICE, INC.

“Scott S
Kelly J. Garrone
McCarter & English, LLP
Attorneys for Insurance Services Office,
Inc.

Four Gateway Center
100 Mulberry Street
Newark, NJ 07102-4096
(973) 622-4444

Dated: June 9, 2014

MEI1 17802629v.5



CERTIFICATION OF SERVICE

The undersigned hereby certifies that the original of the foregoing NOTICE OF
OPPOSITION has been served by Federal Express to Applicant’s attorney of record at the
following address of record:

John Moetteli
Da Vinci Partners LLC
 Rathausgasse 1
Arbon CHE-9320
SWITZERLAND

Date: June 9, 2014

u(?fﬂ/ﬂ\/

Ke 1 J arrone
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TESS was last updated on Mon Jun 9 03:21:04 EDT 2014
e

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1
| '

} .. . | . _ "

. return to TESS)

| ( Use the "Back" button of the Internet Browser to

. Typed Drawing

Word Mark ISO 4
Goods and IC 016. US 002 005 022 023 029 037 038 050. G & S: printed reports regarding insurance
Services underwriting. FIRST USE: 19710101. FIRST USE IN COMMERCE: 19710101

IC 036. US 100 101 102. G & S: insurance underwriting information services. FIRST USE:
19710101. FIRST USE IN COMMERCE: 19710101

Mark Drawing 4, TypED DRAWING

Code

Serial Number 76280761

Filing Date July 2, 2001

Current Basis 1A

Original Filing 1A

Basis

Published for

Opposition September 24, 2002

Registration

Number 2662173 ‘

Registration Date December 17, 2002

Owner (REGISTRANT) ISO Properties, Inc. CORPORATION DELAWARE 545 Washington Blvd. Jersey
City NEW JERSEY 07310
(LAST LISTED OWNER) INSURANCE SERVICES OFFICE, INC. CORPORATION DELAWARE
545 WASHINGTON BOULEVARD JERSEY CITY NEW JERSEY 07310 »

Assignment

Recorded ASSIGNMENT RECORDED

Attorney of .

Record Robert W. Smith

Prior 1791859;1792541;2368227;2418357;AND OTHERS

Registrations

Description of

Mark "[SO" is an acronym for "Insurance Services Office".

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806: 3eqztq.2.1 6/9/2014
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Type of Mark TRADEMARK. SERVICE MARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20121214.
Renewal 1ST RENEWAL 20121214

Live/Dead

Indicator LIVE

rees rowe] Newusen Jsmcrune Jeee Fom arowseocrJsearch 06 | _tor ] _vier |

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.2.1 6/9/2014
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Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

; J #ssiGH Status §
return to TESS) .

| ( Use the "Back" button of the Internet Browser to

Word Mark iSO
Goods and IC 035. US 100 101 102. G & S: Trade information in the field of insurance underwriting. FIRST
Services USE: 19960200. FIRST USE IN COMMERCE: 19960200

IC 036. US 100 101 102. G & S: Providing information about property and casualty insurance risk
via a global computer network. FIRST USE: 19960200. FIRST USE IN COMMERCE: 19960200

Mark Drawing 3y hEgIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Code

323'3" Search 26.11.21 - Rectangles that are completely or partially shaded

Serial Number 76173722

Filing Date November 28, 2000

Current Basis 1A

Original Filing

Basis 1A

Published for 45501 22, 2002

Opposition

Registration

Number 2673902

Registration Date January 14, 2003

Owner (REGISTRANT) ISO Properties, Inc. CORPORATION DELAWARE 222 Delaware Avenue Suite
1461 Wilmington DELAWARE 19804
(LAST LISTED OWNER) INSURANCE SERVICES OFFICE, INC. CORPORATION DELAWARE
545 WASHINGTON BOULEVARD JERSEY CITY NEW JERSEY 07310

Assignment

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.3.1 6/9/2014
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Recorded ASSIGNMENT RECORDED
Attorney of ]

Record Robert W. Smith

Prior

Registrations 0179541;1791859;2368227;AND OTHERS

Description of Color is not claimed as a feature of the mark. The lining is a feature of the mark and does not
Mark indicate color.

Type of Mark SERVICE MARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20121008.
Renewal 1ST RENEWAL 20121009

Live/Dead

Indicator LIVE

| HOME | SITEINDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.3.1 6/9/2014
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Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

J ASSIGH Status | ; ( Use the "Back" button of the Internet Browser to return to

TESS)
ISO ADVANCLD RATING TOOLKIL

Word Mark ISO ADVANCED RATING TOOLKIT

Goods and Services IC 042. US 100 101. G & S: Providing access to non-downloadable software comprising an integrated
suite of rating and underwriting tools for use in the insurance industry

Standard Characters

Claimed

Mark Drawing Code  (4) STANDARD CHARACTER MARK

Serial Number 85886991

Filing Date March 26, 2013

Current Basis 1B

Original Filing Basis 1B

Owner (APPLICANT) Insurance Services Office, Inc. CORPORATION DELAWARE 545 Washington Boulevard

Jersey City NEW JERSEY 07310
Attorney of Record  Michael R. Friscia
Prior Registrations  2662173;2673902;2743160,AND OTHERS

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "RATING" AND "TOOLKIT" APART FROM
THE MARK AS SHOWN

Type of Mark SERVICE MARK

Register PRINCIPAL

Live/Dead Indicator LIVE

| HOME | 'SITE INDEX | SEARCH | éBUSINESS ‘| HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806:3 eqztq.4.1 6/9/2014
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Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

Typed Drawing

Word Mark

Goods and
Services

Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis

Published for
Opposition
Registration
Number

Registration Date

Owner

Assignment
Recorded

Attorney of
Record

Prior
Registrations

Disclaimer

Type of Mark
Register
Affidavit Text

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.5.1

return to TESS)

| (Use the "Back" button of the Internet Browser to

ISO CLAIMSEARCH :

IC 036. US 100 101 102. G & S: providing information about insurance claims via a global
computer network. FIRST USE: 19981100. FIRST USE IN COMMERCE: 19981100

(1) TYPED DRAWING

75688346
April 22, 1999
1A

1A
April 25, 2000

2368227

July 18, 2000

(REGISTRANT) Insurance Services Office, Inc. CORPORATION DELAWARE 7 World Trade
Center New York NEW YORK 100481199

(LAST LISTED OWNER) INSURANCE SERVICES OFFICE, INC. CORPORATION DELAWARE
545 WASHINGTON BOULEVARD JERSEY CITY NEW JERSEY 07310

ASSIGNMENT RECORDED
WILLIAM J. HELLER

1765079;1791552;1791579;1791860;AND OTHERS

NO CLAIM 1S MADE TO THE EXCLUSIVE RIGHT TO USE "CLAIM SEARCH" APART FROM
THE MARK AS SHOWN

SERVICE MARK
PRINCIPAL
SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20090929.

6/9/2014
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Renewal 1ST RENEWAL 20090929
Live/Dead
Indicator LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

return to TESS)

| T1AB Status

2]

| (Use the "Back"” button of the Internet Browser to

ISO CLAIMSEARCH DNA

Word Mark

Goods and
Services

Standard
Characters
Claimed

Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis

Owner

Attorney of
Record

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.7.1

ISO CLAIMSEARCH DNA

IC 009. US 021 023 026 036 038. G & S: Software for providing information about insurance data
and assisting with analysis of insurance information and detection of insurance fraud

IC 035. US 100 101 102. G & S: Compiling and analyzing data in the field of insurance

IC 036. US 100 101 102. G & S: Providing information about insurance via a global computer
network

IC 042. US 100 101. G & S: Providing access over a global computer network to web-based
software for providing information about insurance data and assisting with analysis of insurance
information and detection of insurance fraud

(4) STANDARD CHARACTER MARK

86164581
January 14, 2014
1B

1B

(APPLICANT) Insurance Services Office, Inc. CORPORATION DELAWARE 545 Washington
Boulevard Jersey City NEW JERSEY 07310

MICHAEL R. FRISCIA

6/9/2014
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Prior . . . :
Registrations 2368227:2662173;2673902;AND OTHERS
Type of Mark TRADEMARK. SERVICE MARK

Register PRINCIPAL

Live/Dead

Indicator LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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TESS was last updated on Mon Jun 9 03:21:04 EDT 2014

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

ASSIGH Status § | ( Use the "Back" button of the Internet Browser to
return to TESS)

ISO Comp Advisor

Word Mark 1SO COMP ADVISOR
Goods and IC 042. US 100 101. G & S: Providing temporary use of non-downloadable software for use by
Services property and casualty insurance companies to create a database of insurance statistics and

insurance claims information and to analyze workers compensation claims and provide plans for
settlement of those claims and return to work for injured workers. FIRST USE: 20090800. FIRST
USE IN COMMERCE: 20090800

Standard
Characters
Claimed

?;n:g; Drawing (4) STANDARD CHARACTER MARK

Serial Number 77823158

Filing Date September 9, 2009
Current Basis 1A

Original Filing g

Basis

Published for February 2, 2010

Opposition

Registration

Number 3948599

Registration .

Date April 19,2011

Owner (REGISTRANT) ISO Claims Services, Inc. CORPORATION DELAWARE 250 Berryhill Road

Columbia SOUTH CAROLINA 29210

Attorney of :
Record Robert W. Smith

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806:3eqztq. 8.1 6/9/2014
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Prior . .
Registrations 2368227;2743160;AND OTHERS
Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "COMP ADVISOR" APART FROM THE

MARK AS SHOWN
Type of Mark SERVICE MARK

Register PRINCIPAL
Live/Dead
Indicator LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP.I PRIVACY POLICY

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.8.1 6/9/2014
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| Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

| TSDR ASS

return to TESS)

$GH Status

SIS ( Use the "Back” button of the Internet Browser to

ISO COURT REPORT

Word Mark
Goods and Services

Standard Characters
Claimed

Mark Drawing Code
Serial Number
Filing Date

Current Basis
" Original Filing Basis
Owner

Attorney of Record
Prior Registrations
Type of Mark
Register

Live/Dead Indicator

1ISO COURT REPORT

IC 041. US 100 101 107. G & S: Providing information about court cases relating to property
and casualty insurance via e-mail

IC 042. US 100 101. G & S: Providing a website featuring summaries and reviews of court
cases relating to property and casualty insurance

(4) STANDARD CHARACTER MARK
86195999

February 18, 2014

1B

1B

(APPLICANT) Insurance Services Office, Inc. CORPORATION DELAWARE 545 Washington
Boulevard Jersey City NEW JERSEY 07310

MICHAEL R. FRISCIA
2368227;2662173;2673902;AND OTHERS
SERVICE MARK

PRINCIPAL

LIVE

essvo] towvsr Jomsennes eme rom oo fseaci oo ] o] ewr |

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.9.1

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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| Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

| TTAB Status

ASSIGH Status | ( Use the "Back" button of the Internet Browser to

return to TSS)

ISO Injury Advisor

Word Mark 1SO INJURY ADVISOR
Goods and IC 009. US 021 023 026 036 038. G & S: Computer software for use by property and casualty
Services insurance companies to create a database of insurance statistics and insurance claims information

and to analyze bodily injury claims and develop plans for settlement of those claims. FIRST USE:
20090800. FIRST USE IN COMMERCE: 20090800

Standard
Characters
Claimed

“c"g;‘; Drawing 4) STANDARD CHARACTER MARK

Serial Number 77823146

Filing Date September 9, 2009
Current Basis 1A

Original Filing 1B’

Basis

Published for

Opposition February 2, 2010

Registration

Number 3948597

Registration .

Date Aprit 19, 2011

Owner (REGISTRANT) ISO Claims Services, Inc. CORPORATION DELAWARE 250 Berryhill Road
Columbia SOUTH CAROLINA 29210

Attorney of Robert W. Smith

Record

Prior 2368227:2743160;AND OTHERS

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806:3eqztq. 1 0.1 6/9/2014
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Registrations
Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "INJURY ADVISOR" APART FROM
THE MARK AS SHOWN

Type of Mark TRADEMARK

Register PRINCIPAL
Live/Dead LIVE

Indicator -

NewUser | STRucTuReD S

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.10.1 6/9/2014
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NEwlisEr § STRUCTURED BFREE FoRpf Beowse Doy

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

RUSESE ( Use the "Back” button of the Internet Browser to

return to TESS)

ISO Injury Advisor

Word Mark

Goods and
Services

Standard
Characters
Claimed

Mark Drawing
Code

Serial Number

Filing Date
Current Basis
Original Filing
Basis

Published for
Opposition
Registration
Number

Registration
Date

Owner

Attorney of
Record

Prior

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.12.1

ISO INJURY ADVISOR

IC 042. US 100 101. G & S: Providing temporary use of non-downloadable software for use by
property and casualty insurance companies to create a database of insurance statistics and
insurance claims information and to analyze bodily injury claims and develop plans for settiement of
those claims. FIRST USE: 20090800. FIRST USE IN COMMERCE: 20090800

(4) STANDARD CHARACTER MARK

77823149
September 9, 2009
1A

1B
February 2, 2010
3948598

April 19, 2011

(REGISTRANT) ISO Claims Services, Inc. CORPORATION DELAWARE 250 Berryhill Road
Columbia SOUTH CAROLINA 29210

Robert W. Smith

2368227,2743160;AND OTHERS

6/9/2014
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Registrations

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "INJURY ADVISOR" APART FROM
THE MARK AS SHOWN

Type of Mark SERVICE MARK

Register PRINCIPAL

Live/Dead

Indicator LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto. gov/bin/showfield?f=doc&state=4806:3eqztq.12.1 ' 6/9/2014
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Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

return to TSS)

Typed Drawing

Word Mark

Goods and
Services

Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis

Published for
Opposition
Registration
Number

Registration Date

Owner

Assignment
Recorded

Attorney of
Record

Prior
Registrations

Type of Mark
Register
Affidavit Text
Renewal

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806:3eqztq. 13.1

RS ( Use the "Back" button of the Internet Browser to

ISO INTEGRATER - RATING INFORMATION ON DEMAND
IC 036. US 100 101 102. G & S: Providing insurance rating information about commercial lines to

insurers and rating vendors via CD-ROMS and the Internet. FIRST USE: 20001030. FIRST USE IN
COMMERCE: 20001030

(1) TYPED DRAWING

76169589
November 21, 2000
1A

1B
September 17, 2002

2743160

July 29, 2003
(REGISTRANT) ISO Properties, inc. CORPORATION DELAWARE 222 Delaware Avenue, Suite
1461 Wilmington DELAWARE 19801

(LAST LISTED OWNER) INSURANCE SERVICES OFFICE, INC. CORPORATION DELAWARE
545 WASHINGTON BOULEVARD JERSEY CITY NEW JERSEY 07310

ASSIGNMENT RECORDED
ROBERT W. SMITH

1791859;2368227;AND OTHERS

SERVICE MARK

PRINCIPAL

SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20130416.
1ST RENEWAL 20130416

6/9/2014
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Live/Dead
Indicator LIVE

NEWUSER || STRUCTURED -

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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| Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

| TTAB Status

| ( Use the "Back" button of the Internet Browser to

return to TSS)

ISO Liability Advisor

Word Mark ISO LIABILITY ADVISOR
Goods and IC 009. US 021 023 026 036 038. G & S: Computer software for use by property and casualty
Services insurance companies to create a database of insurance statistics and insurance claims information

and to analyze comparative liability in accident-related claims and develop settiement proposals of
those claims. FIRST USE: 20070400. FIRST USE IN COMMERCE: 20070400

Standard
Characters
Claimed

"C"gg‘; Drawing 4 STANDARD CHARACTER MARK

Serial Number 77823136

Filing Date September 9, 2009
Current Basis 1A

‘Original Filing 1B

Basis

Published for

Opposition February 2, 2010

Registration

Number 3948596

Registration .

Date April 19, 2011

Owner (REGISTRANT) ISO Claims Services, Inc. CORPORATION DELAWARE 250 Berryhill Road
Columbia SOUTH CAROLINA 29210

Attorney of Robert W. Smith

Record

Prior 2368227:2743160;AND OTHERS

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.14.1 6/9/2014
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Registrations

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "LIABILITY ADVISOR" APART FROM
THE MARK AS SHOWN

Type of Mark TRADEMARK

Register PRINCIPAL

Live/Dead

Indicator LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.14.1 6/9/2014
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e |

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

| 1188 Status

( Use the "Back” button of the Internet Browser to

return to TSS)

[SO Liability Advisor

Word Mark ISO LIABILITY ADVISOR
Goods and IC 042. US 100 101. G & S: Providing temporary use of non-downloadable software for use by
Services property and casualty insurance companies to create a database of insurance statistics and

insurance claims information and to analyze comparative liability in accident-related claims and
develop settlement proposals for those claims. FIRST USE: 20051200. FIRST USE IN COMMERCE:
20051200

Standard

Characters
Claimed

2;"3;'; Drawing ;) STANDARD CHARACTER MARK

Trademark

gf:;:ﬂlszgg:fy LETTER-3-OR-MORE ISO Combination of three or more letters as part of the mark

Code
Serial Number 77823140
Filing Date September 9, 2009

Current Basis 1A
Original Filing 1A

Basis

g‘;’;'f)ss'i‘t?:nf” February 2, 2010

Registration 3824078

Registration july 27, 2010

Owner (REGISTRANT) ISO Claims Services, Inc. CORPORATION DELAWARE 250 Berryhill Road

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806:3eqztq.30.1 6/9/2014
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Columbia SOUTH CAROLINA 29210
Attorney of -
Record William J. Heller

Prior

Registrations 2368227;2743160;AND OTHERS

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "LIABILITY ADVISOR" APART FROM
THE MARK AS SHOWN

Type of Mark SERVICE MARK

Register PRINCIPAL

Live/Dead

Indicator LIVE

T [T T

| HOME ] SITE INDEX| SEARCH | eBUSINESS | HELP. | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.30.1 6/9/2014
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Please logout when you are done to release system resources allocated for you.

return to TSS)

Typed Drawing

Word Mark
Translations

Goods and
Services

Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis
Published for
Opposition

Registration
Number

Registration Date

Owner

Assignment
Recorded

Attorney of
Record

Prior
Registrations

Type of Mark
Register
Affidavit Text

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.16.1

REESEI ( Use the "Back” button of the Internet Browser to

iSO MARKETWATCH
The acronym "ISO" stands for "Insurance Services Office".

IC 016. US 002 005 022 023 029 037 038 050. G & S: Publications, namely, newsletters,
pamphlets, and booklets featuring reports about insurance rates. FIRST USE: 20001130. FIRST
USE IN COMMERCE: 20001130

(1) TYPED DRAWING

76162578
November 9, 2000
1A

1B
July 23, 2002

2811045

February 3, 2004

(REGISTRANT) ISO Properties, Inc. CORPORATION DELAWARE 222 Delaware Avenue, Suite
1461 Wilmington DELAWARE 19801

(LAST LISTED OWNER) INSURANCE SERVICES OFFICE, INC. CORPORATION DELAWARE
545 WASHINGTON BOULEVARD JERSEY CITY NEW JERSEY 07310

ASSIGNMENT RECORDED
Michael R. Friscia

1792541

TRADEMARK
PRINCIPAL
SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20140215.

6/9/2014



Trademark Electronic Search System (TESS) Page 2 of 2

Renewal 1ST RENEWAL 20140215
Live/Dead
Indicator LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http:/tmsearch.uspto.gov/bin/showfield?f=doc&state=4806:3eqztq. 16.1 6/9/2014
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TESS was last updated on Mon Jun 9 03:21:04 EDT 2014

s nove] Nowusia [ [rnes Fom oo [Seakci 06 | soron | _re

| TSDR "

return to TESS)

ISO MEDSENTRY

Word Mark ISO MEDSENTRY

Goods and IC 042. US 100 101. G & S: Providing temporary use of non-downloadable web-based software for

Services use in profiling healthcare provider billing activity in order to identify and prevent patterns of fraud
and abuse. FIRST USE: 20140108. FIRST USE IN COMMERCE: 20140108

Standard

. Characters

Claimed

Mark Drawing  (4) STANDARD CHARACTER MARK

Serial Number 85886614

Filing Date March 26, 2013

Current Basis 1A

Original Filing

Basis 1B

Published for

Opposition August 13, 2013

Registration

Number 4539779

Registration Date May 27, 2014

Owner (REGISTRANT) ISO Services, Inc. CORPORATION DELAWARE 545 Washington Boulevard
Jersey City NEW JERSEY 07310

Attorney of . e

Record Michael R. Friscia

Prior 3572356;3572357;3572358

Registrations
Type of Mark SERVICE MARK

http://tmsearch.uspto.gov/bin/showﬁeld?f~=doc&state=4806:3eqth.17.1 : 6/9/2014
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Register PRINCIPAL
Live/Dead
Indicator LIVE

essviowe] rovviar omsenes [rnes pon] soveoefseanci 06 ] —tor— ] _viar |

| HOME ] SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806:3eqztq. 17.1 6/9/2014
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Please logout when you are done to release system resources allocated for you.

_ " TSDR

| TTAB Status

( Use the "Back" button of the Internet Browser to

return to TESS)

ISO PHOTOPAK

Word Mark

Goods and
Services

Standard
Characters
Claimed

Mark Drawing
Code

Trademark ‘
Search Facility
Classification
Code

“Serial Number
Filing Date
Current Basis
Original Filing
Basis
Published for
Opposition
Registration
Number

Registration
Date

Owner

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806:3eqztq.18. 1

ISO PHOTOPAK

IC 036. US 100 101 102. G & S: Risk management services, namely, providing to others, over a
global communications network, data and information about properties and buildings, photographs
and diagrams of properties and buildings and crime score information, all for assessing commercial,
financial or insurance risks. FIRST USE: 20060600. FIRST USE IN COMMERCE: 20060600

(4) STANDARD CHARACTER MARK

LETTER-3-OR-MORE ISO Combination of three or more letters as part of the mark

77006930
September 25, 2006
1A

1A
June 12, 2007
3284327

August 28, 2007

(REGISTRANT) ISO Properties, Inc. CORPORATION DELAWARE Suite 356 300 Delaware Avenue
Wilmington DELAWARE 19801

6/9/2014



Trademark Electronic Search System (TESS) Page 2 of 2

Assignment
Recorded

Attorney of
Record

Prior
Registrations

Type of Mark
Register
Affidavit Text

Live/Dead
Indicator

(LAST LISTED OWNER) INSURANCE SERVICES OFFICE, INC. CORPORATION DELAWARE 545
WASHINGTON BOULEVARD JERSEY CITY NEW JERSEY 07310

ASSIGNMENT RECORDED
ROBERT W. SMITH

2368227,2662173

SERVICE MARK
PRINCIPAL
SECT 15. SECT 8 (6-YR).

LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY poLICY

http://tmsearch.uspto.gov/bin/ showﬁeld?f=doc&state¥4806:3eqth. 18.1 6/9/2014
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TESS was last updated on Mon Jun 9 03:21:04 EDT 2014

| Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

- TSDR  §

ASSIGH Status §
return to TESS)

( Use the "Back" button of the Internet Browser to

[SO RISK ANALYZER

Word Mark ISO RISK ANALYZER
Goods and IC 036. US 100 101 102. G & S: Insurance rating services and insurance rating data services,
Services namely, providing, over a global information network, databases using predictive modeling to allow

insurance carriers and insurance underwriters to rate and underwrite insurance policies. FIRST
USE: 20060500. FIRST USE IN COMMERCE: 20060500

Standard
Characters
Claimed

g‘:;'; Drawing 4y STANDARD CHARACTER MARK

Serial Number 77016828
Filing Date October 9, 2006
Current Basis 1A

Original Filing 1A

Basis

g‘;:';i?gg:” February 13, 2007

Registration 3235748

g:tg;stration May 1, 2007

Owner (REGISTRANT) ISO Properties, Inc. CORPORATION DELAWARE Suite 356 300 Delaware Avenue

Wilmington DELAWARE 19801

(LAST LISTED OWNER) INSURANCE SERVICES OFFICE, INC. CORPORATION DELAWARE
545 WASHINGTON BOULEVARD JERSEY CITY NEW JERSEY 07310

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.21.1 6/9/2014
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Assignment ASSIGNMENT RECORDED

Recorded

Attorney of .

Record Robert W. Smith

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "RISK ANALYZER" APART FROM THE

MARK AS SHOWN
Type of Mark SERVICE MARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).
Live/Dead

Indicator LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto. gov/bin/showfield?f=doc&state=4806:3eqztq.21.1 6/9/2014
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-TESS was last updated on Mon'Jun 9 03:21:04 EDT 2014

| Please logout when you are done to release system resources allocated for you.

Record 1 outof 1

RALESEIE ( Use the "Back"” button of the Internet Browser to

{ ISO RISK
N ANALYZER
Personal Auto

Word Mark ISO RISK ANALYZER PERSONAL AUTO

Goods and IC 036. US 100 101 102. G & S: Insurance rating services and insurance rating data services,
Services namely, providing, over a global information network, databases using predictive modeling to allow
insurance carriers and insurance underwriters to rate and underwrite insurance policies. FIRST USE:

20060500. FIRST USE IN COMMERCE: 20060500
Mark Drawing (5 nEg)GN PLUS WORDS, LETTERS, AND/OR NUMBERS

Code
Design Search 26.01.12 - Circles with bars, bands and lines
Code 26.01.18 - Circles, three or more concentric; Concentric circles, three or more; Three or more

concentric circles
26.01.21 - Circles that are totally or partially shaded.
26.17.12 - Angles (geometric); Chevrons

Serial Number 77017363

Filing Date October 10, 2006
Current Basis 1A

Original Filing 1A

Basis

Sgﬂzgfﬁ“ 3235749

g:?eistration May 1, 2007

Owner (REGISTRANT) ISO Properties, Inc. CORPORATION DELAWARE Suite 356 300 Delaware Avenue

Wilmington DELAWARE 19801

(LAST LISTED OWNER) INSURANCE SERVICES OFFICE, INC. CORPORATION DELAWARE 545

http://tmsearch.uspto. gov/bin/showﬁeld?f=doc&state=4806:3eqth.22.1 | 6/9/2014



Trademark Electronic Search System (TESS) ~ Page2of2

WASHINGTON BOULEVARD JERSEY CITY NEW JERSEY 07310

Assignment

Recorded ASSIGNMENT RECORDED
Attorney of )
Record Robert W. Smith

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "RISK ANALYZER PERSONAL AUTO"
APART FROM THE MARK AS SHOWN

Description of Color is not claimed as a feature of the mark.

Mark

Type of Mark SERVICE MARK
Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).
Live/Dead LIVE

Indicator

. |'HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showﬁeld?f=doc&state=4806:Beqth.22.1 : 6/9/2014
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TESS was last updated on Mon Jun 9 03:21:04 EDT 2014

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

| TsDR [ assici status §

return to TESS)

ISOnet

TTAB Status

| (Use the "Back" button of the Internet Browser to

Word Mark ISONET
Goods and IC 038. US 100 101 104. G & S: Providing access to databases. FIRST USE: 19980100. FIRST USE
Services IN COMMERCE: 19980100

IC 042. US 100 101. G & S: Providing a secured access database via the Internet through which
documents and images can be viewed, copied and printed for the purposes of conducting insurance
business. FIRST USE: 19980100. FIRST USE IN COMMERCE: 19980100

Standard
Characters
Claimed

Mark Drawing  (4) STANDARD CHARACTER MARK

Trademark

gf:;:%g:gggy LETTER-3-OR-MORE ISO Combination of three or more letters as part of the mark

Code

Serial Number 77478709

Filing Date May 20, 2008
Current Basis 1A

Original Filing

Basis ) 1A

Published for

Opposition September 2, 2008
Registration

Number 3534070
Registration

Date November 18, 2008

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806: 3eqztq.23.1 6/9/2014
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Owner (REGISTRANT) Insurance Services Office, Inc. CORPORATION DELAWARE 545 Washington
Boulevard Jersey City NEW JERSEY 07310

Attorney of -
Record William J. Heller

Prior - . . .
Registrations 2368227:3235748;3235749;AND OTHERS

Type of Mark  SERVICE MARK

Register PRINCIPAL
Live/Dead
Indicator LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS. | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806:3eqztq.23.1 6/9/2014
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United States Patent and Trademark Office

Home Site Index Search FAQ Glossary Guides Contacts eBusiness eBiz alerts News Help

Trademarks ?Trademark Electronic Search System (TESS)

TESS was last updated on Mon Jun 9 03:21:04 EDT 2014
[ ee |

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

f TSDR | ASSIGH Status

return to TESS)

ISOPassport

| (Use the "Back” button of the Internet Browser to

AEE

Word Mark ISOPASSPORT
Goods and IC 036. US 100 101 102. G & S: Providing databases in the field of insurance underwriting, and the
Services ability to generate reports using the accessed data. FIRST USE: 20020701. FIRST USE IN
. COMMERCE: 20020701
Standard
Characters
Claimed
Mark Drawing  (4) STANDARD CHARACTER MARK
Trademark

Search Facility

Classification LETTER-3-OR-MORE ISO Combination of three or more letters as part of the mark

Code
Serial Number 77513078
Filing Date July 2, 2008

Current Basis 1A
Original Filing 1A

Basis

Published for

Opposition November 25, 2008

Registration

Number 3572356

Registration

Date February 10, 2009

Owner (REGISTRANT) ISO Services, Inc. CORPORATION DELAWARE 545 Washington Boulevard Jersey
. City NEW JERSEY 07310

http://tmsearch.uspto.gov/bin/ Showﬁeld?f=doc&state=4806‘:3 eqztq.24.1 6/9/2014
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Attorney of

Record William J. Heller
Type of Mark SERVICE MARK
Register PRINCIPAL
Live/Dead

Indicator LIVE

e ey JSEARCH 0G

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.24.1 6/9/2014



Trademark Electronic Search System (TESS) Page 1 of 2

United States Patent and Trademark Office
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TESS was last updated on Mon Jun 9 03:21:04 EDT 2014

| Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

RALLESS ( Use the "Back” button of the Internet Browser to

; R——
return to TESS)

ISOPassport. The Power of
Total Data Access.

Word Mark ISOPASSPORT. THE POWER OF TOTAL DATA ACCESS.

Goods and IC 036. US 100 101 102. G & S: Providing databases in the field of insurance underwriting, and the

Services ability to generate reports using the accessed data. FIRST USE: 20020701. FIRST USE IN
COMMERCE: 20020701 .

Standard

Characters

Claimed

Mark Drawing 4) STAND. H E

Code 4) NDARD CHARACTER MARK

Trademark LETTER-3-OR-MORE I1SO Combination of three or more letters as part of the mark

Search Facility

Classification NOTATION-SYMBOLS Notation Symbols such as Non-Latin characters, punctuation and

mathematical signs,zodiac signs,prescription marks

Code
Serial Number 77513083
Filing Date July 2, 2008

Current Basis 1A
Original Filing 1A

Basis

Published for

Opposition November 25, 2008

Registration

Number 3572357

Registration

Date February 10, 2009

Owner (REGISTRANT) ISO Services, Inc. CORPO RATION DELAWARE 545 Washington Boulevard Jersey
City NEW JERSEY 07310

http://tmsearch.uspto. gov/bin/showfield?f=doc&state=4806:3eqztq.31.1 6/9/2014
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Attorney of

Record William J. Heller
Type of Mark  SERVICE MARK
Register PRINCIPAL
Live/Dead

Indicator LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806:3 eqztq.31.1 6/9/2014
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TESS was last updated on Mon Jun 9 03:21:04 EDT 2014

Record 1 out of 1

. ¥ nssich status §
return to TESS)

| 1T | ( Use the "Back" button of the Internet Browser to

ISOPassporl. The Power of Tolal
Data Access. NO BORDERS. NO

Word Mark ISOPASSPORT. THE POWER OF TOTAL DATA ACCESS. NO BORDERS. NO BARRIERS. NO
BOUNDARIES.

Goods and IC 036. US 100 101 102. G & S: Providing databases in the field of insurance underwriting, and the

Services ability to generate reports using the accessed data. FIRST USE: 20020701. FIRST USE IN
COMMERCE: 20020701

Standard

Characters

Claimed

Mark Drawing
Code

Frademark
Search Facility
Classification
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis
Published for
Opposition
Registration
Number

Registration
Date

Owner

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.32.1

(4) STANDARD CHARACTER MARK

LETTER-3-OR-MORE ISO Combination of three or more letters as part of the mark
NOTATION-SYMBOLS Notation Symbols such as Non-Latin characters,punctuation and
mathematical signs,zodiac signs, prescription marks

77513085
July 2, 2008
1A

1A
November 25, 2008
3572358

February 10, 2009

(REGISTRANT) ISO Services, Inc. CORPORATION DELAWARE 545 Washington Boulevard Jersey
City NEW JERSEY 07310

6/9/2014
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Attorney of

Record William J. Heller
Type of Mark SERVICE MARK
Register PRINCIPAL
Live/Dead

Indicator LIVE

ees o] tow st [smuenne [oree Fora] soveroe JoeaRGi 06 1 —tor ] veir

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto. gov/bin/showfield?f=doc&state=4806:3eqztq.32.1 6/9/2014
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Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Mon Jun 9 03:21:04 EDT 2014

| Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

!&B @am

1GH Status

=
return to TESS)

ISOPAX

| ( Use the "Back" button of the Internet Browser to

Word Mark ISOPAX
Goods and IC 042. US 100 101. G & S: Computer services, namely, providing non-downloadable computer
Services software, accessible and usable over a global information network, for outsourcing insurance

premium audits and for linking users of insurance premium audit services to high-quality vendors.
FIRST USE: 19981201. FIRST USE IN COMMERCE: 19981201

Standard
Characters
Claimed

2;"23'; Drawing ;) STANDARD CHARACTER MARK

Serial Number 78912619
Filing Date June 20, 2006
Current Basis 1A

Original Filing 1A

Basis

g‘;‘;ﬁi’i‘ggnf” April 24, 2007

Registration 3260671

Registration yuly 10, 2007

Owner (REGISTRANT) ISO Properties, Inc. CORPORATION DELAWARE Site 356 300 Delaware

Avenue Wilmington DELAWARE 19801

(LAST LISTED OWNER) INSURANCE SERVICES OFFICE, INC. CORPORATION DELAWARE
545 WASHINGTON BOULEVARD JERSEY CITY NEW JERSEY 07310

http://tmsearch.uspto. gov/bin/showfield?f=doc&state=4806:3eqztq.27.1 6/9/2014
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Assignment  5gq|GNMENT RECORDED

Recorded

Attorney of .
Record Robert W. Smith
Prior 2662173:2673902

Registrations
Type of Mark SERVICE MARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).
Live/Dead

Indicator LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.27.1 6/9/2014
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TESS was last updated on Mon Jun 9 03:21:04 EDT 2014

| Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

| TSDR [ ASSIGH Status |

return to TESS)

. Sts%z-:%

( Use the "Back" button of the Internet Browser to

Typed Drawing

Word Mark ISOTECH

Goods and IC 035. US 100 101 102. G & S: arranging and conducting business conferences on technology for

Services persons in the business of writing insurance. FIRST USE: 20000501. FIRST USE IN COMMERCE:
20000501

Mark Drawing

Code (1) TYPED DRAWING

Serial Number 75682733

Filing Date April 14, 1999

Current Basis 1A
Original Filing 1B

Basis

Published for

Opposition February 8, 2000

Registration

Number 2483166

Registration Date August 28, 2001

Owner (REGISTRANT) Insurance Services Office, Inc. CORPORATION DELAWARE 545 Washington
Blvd. Jersey City NEW JERSEY 07310

Attorney of

Record WILLIAM J. HELLER

Type of Mark SERVICE MARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20100901.

Renewal 1ST RENEWAL 20100901

Live/Dead

Indicator LIVE

| HOME | SITE INDEX| SEARCH | ¢BUSINESS | HELP. | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4806:3 eqztq.28.1 6/9/2014
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TESS was last updated on Mon Jun 9 03:21:04 EDT 2014

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

SDR | ]

Lkl ( Use the "Back" button of the Internet Browser to

ASSIGH Status §
return to TESS)

_ |50 Rating
— Service

Word Mark R ISO RATING SERVICE

Goods and IC 036. US 100 101 102. G & S: Insurance rating services and insurance rating data services,

Services namely, providing data allowing insurance carriers and insurance underwriters to use and apply
insurance rates using predefined decisions and parameters, and providing data to update those
predefined decisions and parameters automatically upon the filing of new rates with state insurance
departments. FIRST USE: 20041100. FIRST USE IN COMMERCE: 20041100

:‘:":;'; Drawing 5y \woRDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM
Serial Number 78609534

Filing Date  April 15, 2005

Current Basis 1A

Original Filing

Basis 1A
Published for
Opposition

Registration
Number 3207440

Registration
Date February 13, 2007

Owner (REGISTRANT) ISO Properties, inc. CORPORATION DELAWARE 300 Delaware Avenue, Suite 356
Wilmington DELAWARE 19801

November 28, 2006

(LAST LISTED OWNER) INSURANCE SERVICES OFFICE, INC. CORPORATION DELAWARE 545
WASHINGTON BOULEVARD JERSEY CITY NEW JERSEY 07310

Assignment
Recorded ASSIGNMENT RECORDED

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.33.1 6/9/2014
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Attorney of :
Record Robert W. Smith

Prior
Registrations 2662173

Description of .1 is not claimed as a feature of the mark.

Mark

Type of Mark  SERVICE MARK
Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).
Live/Dead

Indicator LIVE

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/ showfield?f=doc&state=4806:3eqztq.33.1 6/9/2014



